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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 8/19/2008 has been entered. 

Response to Amendment 

2. Regarding the amendment dated 8/4/2008, the following has occurred: Claims 1,8-13, 
16 and 17 have been amended; Claims 6, 7, 14 and 15 were previously canceled. Claims 1-5, 8- 
13,16 and 17 are pending. 

Notice to Applicant 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Specification 

4. The amendment filed 8/19/2008 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: The claims were amended to include 
"generating observation sentences." 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 1-5,8-13, 16 and 17 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The claims include the new language, "generating observation sentence." 
The Specification, page 33, lines 3 - 10, describes the generated information as, "If the 
determination result is YES, the word and phrase associated in advance with the attribute and 
target particular region selected from the list are obtained, and the obtained word and phrase are 
appropriately arranged before and after the word and phrase corresponding to the observation 
terms displayed in the text window, thereby generating the text." Although "words and phrases" 
may create a sentence, it is not inherently so. 

Claim Rejections - 35 USC §101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

8. Claims 1-5,8, 9, 16 and 17 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non- statutory subject matter. The claims appear to be software per se 
with no included structure (see § MPEP 2106). 
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9. Claims 10 - 13 are rejected under 35 U.S.C. 101 based on Supreme Court precedent, and 
recent Federal Circuit decisions, a § 101 process must (1) be tied to another statutory class (such 
as a particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. 
Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. 
Deener, 94 U.S. 780,787-88 (1876). The process steps in claims (10 - 13) are not tied to 
another statutory class nor do they execute a transformation. Thus, they are non-statutory. 

Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 1-5, 8-13, 16 and 1 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Campbell et al, U.S. Patent Number 6,047,259 in view of Oon, U.S. Patent Number 
7,321,861. 

12. As per claim 1, Campbell teaches a system for use in generating a diagnosis report, 
comprising: 

• An observation term selection result obtaining unit obtaining a selection result from a 
plurality of observation terms about an observation term corresponding to an observation 
on an examination result (figure 5); 

• A supplementary information result obtaining unit obtaining a selection result of 
supplementary information corresponding to the observation from a plural pieces of 
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supplementary information associated with the observation term relating to the selection 
result (figure 6); 

• An observation text generation unit generating observation sentence representing the 
observation term relating to the selection result obtained by the observation term 
selection result obtaining unit and the supplementary information relating to the selection 
result obtained by the supplementary information result obtaining unit (figure 6 and 
column 15, lines 5-52); 

• An observation display unit displaying the observation sentence (figure 1 , monitor and 
screens found on figure 3-6); 

• A treatment information input request notification unit transmitting a notification of a 
request to input treatment information about the treatment in response to the observation 
sentence when the observation sentence is displayed on said observation display unit 
(figure 10, recommended therapy and column 17, lines 46 - 67); 

• A treatment information obtaining unit obtaining the treatment information input in 
response to the notification (column 17, lines 46 - 67 and column 18, lines 7 - 11); 

• A storage unit storing observation information indicating the observation associated with 
the treatment information (column 3, lines 34 - 63); and 

• Wherein the observation text generation unit generates the observation sentence that have 
been, in advance, associated with the supplementary information relating to the selection 
result obtained by the supplementary information result obtaining unit before and after 
the observation term relating to the selection result obtained by the observation term 
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selection result obtaining unit (column 13, line 66 through column 14, line 8 or column 
18, line 61 though column 19, line 7 for various drop down boxes with lists). 
Campbell does not explicitly teach the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase that have been, in advance, associated with the 
supplementary information relating to the selection result obtained by the supplementary 
information result obtaining unit before and after the observation term relating to the 
selection result obtained by the observation term selection result obtaining unit. 

However, Oon teaches the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase (column 32, line 59 through column 32, line 39 where 
concatenation is the process of combining text). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al, U.S. Patent Number 4,967,368, 
Auer et al, U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 
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13. As per claim 2, Campbell in view of Oon teaches the system of claim 1 as described 
above. Campbell further teaches the system wherein said observation information is formed by 
the observation terms relating to the selection result obtained by the observation term selection 
result obtaining unit and the supplementary information relating to the selection result about the 
supplementary information obtained by the supplementary information result obtaining unit 
(paragraph 212-216 where the diagnosis is generated). 

14. As per claim 3, Campbell in view of Oon teaches the system of claim 1 as described 
above. Campbell further teaches the system comprising an observation term list display unit 
displaying a list of a plurality of observation terms (figure 6 where the plurality of terms are 
included within the temperature history and Figure 7 where there is a list of lesions). 

15. As per claim 4, Campbell in view of Oon teaches the system of claim 1 as described 
above. Campbell further teaches the system comprising a supplementary information list display 
unit displaying a list of supplementary information associated with the observation term (figure 6 
is supplemental to figure 5), wherein said supplementary information result obtaining unit can 
obtain a selection result from the list of the supplementary information (Figure 6 where the lists 
include kidneys, spleen, bladder, prostate and further column 15, lines 5-52 where different 
supplemental screens are possible). 

16. As per claim 5, Campbell in view of Oon teaches the system of claim 4 as described 
above. Campbell further teaches the system wherein said supplementary information list display 
unit displays a list of the supplementary information based on the selection result of the 
observation term obtained by said observation term selection result obtaining unit (figure 6, 
where the screen shows information regarding the abdominal example from figure 5). 
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17. As per claim 8, Campbell in view of Oon teaches the system of claim 1 as described 
above. Campbell further teaches the system comprising an observation display format switch 
unit switching between a display of the observation sentence on said observation display unit and 
a display of a list of observation terms relating to the selection result obtained by the observation 
term selection result obtaining unit and supplementary information relating to the selection result 
obtained by the supplementary information result obtaining unit (column 15, lines 5-20 where 
the software triggers additional screens when required). 

18. As per claim 9, Campbell teaches a system for use in generating a diagnosis report, 
comprising: 

• An observation term selection result obtaining unit obtaining a selection result from a 
plurality of observation terms about an observation term corresponding to observation on 
an examination result (figure 5); 

• A supplementary information result obtaining unit obtaining the selection result of 
supplementary information corresponding to the observation from plural pieces of 
supplementary information associated with the observation term relating to the selection 
result (figure 6); 

• An observation text generation unit generating observation sentence representing the 
observation term relating to the selection result obtained by the observation term 
selection result obtaining unit and the supplementary information relating to the selection 
result obtained by the supplementary information result obtaining unit (figure 6 and 
column 15, lines 5 - 52); 



Application/Control Number: 10/680,505 Page 9 

Art Unit: 3626 

• An observation information storage unit storing observation information (column 3, lines 
34 - 63) which is formed by the observation term relating to the selection result obtained 
by the observation term selection result obtaining unit and the supplementary information 
relating to the selection result obtained by the supplementary information result obtaining 
unit, and indicates the observation (Column 8, lines 1 - 26 as an example); 

• Wherein the observation text generation unit generates the observation sentence that have 
been, in advance, associated with the supplementary information relating to the selection 
result obtained by the supplementary information result obtaining unit before and after 
the observation term relating to the selection result obtained by the observation term 
selection result obtaining unit (column 13, line 66 through column 14, line 8 or column 
18, line 61 though column 19, line 7 for various drop down boxes with lists). 

Campbell does not explicitly teach the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase that have been, in advance, associated with the 
supplementary information relating to the selection result obtained by the supplementary 
information result obtaining unit before and after the observation term relating to the 
selection result obtained by the observation term selection result obtaining unit. 

However, Oon teaches the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase (column 32, line 59 through column 32, line 39 where 
concatenation is the process of combining text). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al., U.S. Patent Number 4,967,368, 
Auer et al, U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 

19. As per claim 10, Campbell teaches a method for generating a diagnosis report, 

comprising: 

• Obtaining a selection result from a plurality of observation terms about an observation 
term corresponding to an observation on an examination result (figure 5 and column 2, 
lines 54 - 56); 

• Obtaining a selection result of supplementary information corresponding to the 
observation from a plural pieces of supplementary information associated with the 
observation term relating to the selection result (figure 6 and column 2, lines 57 - 60); 

• Generating observation sentence representing the observation term relating to the 
obtained selection result and the supplementary information relating to the obtained 
selection result (figure 6 and column 15, lines 5 - 52); 
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• Displaying the generated observation sentence on a display device (figure 1 , monitor and 
screens found on figure 3 - 6); 

• Transmitting a notification of a request to input treatment information about the treatment 
in response to a display of the observation sentence (figure 10, recommended therapy and 
column 17, lines 46 - 67); 

• Obtaining the treatment information input in response to the notification (column 17, 
lines 46 - 67 and column 18, lines 7-11) 

• Storing observation information indicating the observation associated with the treatment 
information (column 3, lines 34 - 63); 

• Wherein the observation sentence is generated that have been, in advance, associated 
with the supplementary information relating to the obtained selection result before and 
after the observation term relating to the obtained selection result (column 13, line 66 
through column 14, line 8 or column 18, line 61 though column 19, line 7 for various 
drop down boxes with lists). 

Campbell does not explicitly teach the system comprising: 

• Wherein the observation sentence is generated by arranging a word and phrase that have 
been, in advance, associated with the supplementary information relating to the obtained 
selection result before and after the observation term relating to the obtained selection 
result. 

However, Oon teaches the system comprising: 
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• Wherein the observation sentence is generated by arranging a word and phrase (column 
32, line 59 through column 32, line 39 where concatenation is the process of combining 
text). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al., U.S. Patent Number 4,967,368, 
Auer et al., U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 

20. As per claim 11, Campbell teaches a method for generating a diagnosis report, 

comprising: 

• Obtaining a selection result from a plurality of observation terms about an observation 
term corresponding to observation on an examination result (figure 5 and column 2, lines 
54-56); 

• Obtaining the selection result of supplementary information corresponding to the 
observation from plural pieces of supplementary information associated with the 
observation term relating to the selection result (figure 6 and column 2, lines 57 - 60); 
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• Generating observation sentence representing the observation term relating to the 
obtained selection result and the supplementary information relating to the obtained 
selection result (figure 6 and column 15, lines 5 - 52); 

• Storing observation information (column 3, lines 34 - 63) which is formed by the 
observation term relating to the obtained selection result and the supplementary 
information relating to the obtained selection result, and indicates the observation 
(Column 8, lines 1 - 26 as an example); and 

• Wherein the observation sentence is generated that have been, in advance, associated 
with the supplementary information relating to the obtained selection result before and 
after the observation term relating to the obtained selection result (column 13, line 66 
through column 14, line 8 or column 18, line 61 though column 19, line 7 for various 
drop down boxes with lists). 

Campbell does not explicitly teach the system comprising: 

• Wherein the observation sentence is generated by arranging a word and phrase that have 
been, in advance, associated with the supplementary information relating to the obtained 
selection result before and after the observation term relating to the obtained selection 
result. 

However, Oon teaches the system comprising: 

• Wherein the observation sentence is generated by arranging a word and phrase (column 
32, line 59 through column 32, line 39 where concatenation is the process of combining 
text). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al., U.S. Patent Number 4,967,368, 
Auer et al, U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 
21 . As per claim 12, Campbell teaches a computer-readable recording medium which stores a 
program used to direct a computer to generate a diagnosis report, and is executed by the 
computer to perform the process comprising: 

• An observation term selection result obtaining process of obtaining a selection result 
from a plurality of observation terms about an observation term corresponding to an 
observation on an examination result (figure 5); 

• A supplementary information result obtaining process of obtain in a selection result of 
supplementary information corresponding to the observation from a plural pieces of 
supplementary information associated with the observation term relating to the selection 
result (figure 6); 

• An observation text generation process of generating observation sentence representing 
the observation term relating to the selection result obtained by the observation term 
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selection result obtaining process and the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining process 
(figure 6 and column 15, lines 5 - 52); 

• An observation displaying process of allowing a display device to display the observation 
sentence (figure 1, monitor and screens found on figure 3 - 6); 

• A treatment information input request notifying process of transmitting a notification of a 
request to input treatment information about the treatment in response to a display of the 
observation sentence (figure 10, recommended therapy and column 17, lines 46 - 67); 

• A treatment information obtaining process of obtaining the treatment information input in 
response to the notification (column 17, lines 46 - 67 and column 18, lines 7 - 11); 

• A storing process of storing observation information indicating the observations 
associated with the treatment information (column 3, lines 34 - 63); and 

• Wherein the observation text generation process generates the observation sentence that 
have been, in advance, associated with the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining process 
before and after the observation term relating to the selection result obtained by the 
observation term selection result obtaining process (column 13, line 66 through column 
14, line 8 or column 18, line 61 though column 19, line 7 for various drop down boxes 
with lists). 

Campbell does not explicitly teach the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase that have been, in advance, associated with the 
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supplementary information relating to the selection result obtained by the supplementary 
information result obtaining unit before and after the observation term relating to the 
selection result obtained by the observation term selection result obtaining unit. 
However, Oon teaches the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase (column 32, line 59 through column 32, line 39 where 
concatenation is the process of combining text). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al., U.S. Patent Number 4,967,368, 
Auer et al, U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 
22. As per claim 13, Campbell teaches a computer-readable recording medium which stores a 
program used to direct a computer to generate a diagnosis report, and is executed by the 
computer to perform the process comprising: 
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• An observation term selection result obtaining process of obtaining a selection result 
from a plurality of observation terms about an observation term corresponding to 
observation on an examination result (figure 5); 

• A supplementary information result obtaining process of obtaining the selection result of 
supplementary information corresponding to the observation from plural pieces of 
supplementary information associated with the observation term relating to the selection 
result (figure 6); 

• An observation text generation process of generating observation sentence representing 
the observation term relating to the selection result obtained by the observation term 
selection result obtaining process and the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining process 
(figure 6 and column 15, lines 5-52); 

• An observation information storage process of storing observation information (column 
3, lines 34 - 63) which is formed by the observation term relating to the selection result 
obtained by the observation term selection result obtaining process and the 
supplementary information relating to the selection result obtained by the supplementary 
information result obtaining process, and indicates the observation (Column 8, lines 1 - 
26 as an example); and 

• Wherein the observation text generation process generates the observation sentence that 
have been, in advance, associated with the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining process 
before and after the observation term relating to the obtained selection result obtained by 



Application/Control Number: 10/680,505 Page 18 

Art Unit: 3626 

the observation term selection result obtaining process (column 13, line 66 through 
column 14, line 8 or column 18, line 61 though column 19, line 7 for various drop down 
boxes with lists). 
Campbell does not explicitly teach the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase that have been, in advance, associated with the 
supplementary information relating to the selection result obtained by the supplementary 
information result obtaining unit before and after the observation term relating to the 
selection result obtained by the observation term selection result obtaining unit. 

However, Oon teaches the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase (column 32, line 59 through column 32, line 39 where 
concatenation is the process of combining text). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al, U.S. Patent Number 4,967,368, 
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Auer et al., U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 

Grant Publication 2003/ 0055679. 
23. As per claim 16, Campbell teaches a system for use in generating a diagnosis report, 
comprising: 

• Observation term selection result obtaining means for obtaining a selection result from a 
plurality of observation terms about an observation term corresponding to an observation 
on an examination result (figure 5 and column 2, lines 54 - 56); 

• Supplementary information result obtaining means for obtaining a selection result of 
supplementary information corresponding to the observation from a plural pieces of 
supplementary information associated with the observation term relating to the selection 
result (figure 6 and column 2, lines 57 - 60); 

• Observation text generation means for generating observation sentence representing the 
observation term relating to the selection result obtained by the observation term 
selection result obtaining means and the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining means (figure 
6 and column 15, lines 5 - 52); 

• Observation display means for displaying the observation sentence (figure 1, monitor and 
screens found on figure 3-6); 

• Treatment information input request notification means for transmitting a notification of 
a request to input treatment information about the treatment in response to the 
observation sentence when the observation sentence is displayed on said observation 
display means (figure 10, recommended therapy and column 17, lines 46 - 67); 



Application/Control Number: 10/680,505 Page 20 

Art Unit: 3626 

• Treatment information obtaining means for obtaining the treatment information input in 
response to the notification (column 17, lines 46 - 67 and column 18, lines 7 - 11); 

• Storage means for storing observation information indicating the observation associated 
with the treatment information (column 3, lines 34 - 63); and 

• Wherein the observation text generation means generates the observation sentence that 
have been, in advance, associated with the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining means before 
and after the observation term relating to the selection result obtained by the observation 
term selection result obtaining means (column 13, line 66 through column 14, line 8 or 
column 18, line 61 though column 19, line 7 for various drop down boxes with lists). 

Campbell does not explicitly teach the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase that have been, in advance, associated with the 
supplementary information relating to the selection result obtained by the supplementary 
information result obtaining unit before and after the observation term relating to the 
selection result obtained by the observation term selection result obtaining unit. 

However, Oon teaches the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase (column 32, line 59 through column 32, line 39 where 
concatenation is the process of combining text). 
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Where the observation text generation means, the observation display means, the treatment 
information obtaining means, the storage means are all a computer, with display and databases 
(column 3, lines 33-64). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al., U.S. Patent Number 4,967,368, 
Auer et al., U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 

24. As per claim 17, Campbell teaches a system for use in generating a diagnosis report, 

comprising: 

• Observation term selection result obtaining means for obtaining a selection result from a 
plurality of observation terms about an observation term corresponding to observation on 
an examination result (figure 5); 

• Supplementary information result obtaining means for obtaining the selection result of 
supplementary information corresponding to the observation from plural pieces of 
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supplementary information associated with the observation term relating to the selection 
result (figure 6); 

• Observation text generation means for generating observation sentence representing the 
observation term relating to the selection result obtained by the observation term 
selection result obtaining means and the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining means (figure 
6 and column 15, lines 5 - 52); 

• Observation information storage means for storing observation information (column 3, 
lines 34 - 63) which is formed by the observation term relating to the selection result 
obtained by the observation term selection result obtaining means and the supplementary 
information relating to the selection result obtained by the supplementary information 
result obtaining unit, and indicates the observation (Column 8, lines 1 - 26 as an 
example); and 

• Wherein the observation text generation means generates the observation sentence that 
have been, in advance, associated with the supplementary information relating to the 
selection result obtained by the supplementary information result obtaining means before 
and after the observation term relating to the selection result obtained by the observation 
term selection result obtaining means (column 13, line 66 through column 14, line 8 or 
column 18, line 61 though column 19, line 7 for various drop down boxes with lists). 

Campbell does not explicitly teach the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase that have been, in advance, associated with the 
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supplementary information relating to the selection result obtained by the supplementary 
information result obtaining unit before and after the observation term relating to the 
selection result obtained by the observation term selection result obtaining unit. 
However, Oon teaches the system comprising: 

• Wherein the observation text generation unit generates the observation sentence by 
arranging a word and phrase (column 32, line 59 through column 32, line 39 where 
concatenation is the process of combining text). 

Where the observation text generation means, the observation display means, the treatment 
information obtaining means, the storage means are all a computer, with display and databases 
(column 3, lines 33 - 64). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
this feature to Campbell. One of ordinary skill in the art at the time of the invention would have 
added this feature to Campbell 

• The elements are all known but not combined as claimed. The technical ability exists to 
combine the elements as claimed and the results of the combination are predictable. 
When combined, the elements perform the same function as they did separately . 

o In addition, the Examiner notes other uses of concatenation within the medical/ 
diagnostic field as described within Boiling et al., U.S. Patent Number 4,967,368, 
Auer et al, U.S. Pre-Grant Publication 2002/ 0091548 and Soil et al, U.S. Pre- 
Grant Publication 2003/ 0055679. 
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Response to Arguments 

25. Applicant's arguments with respect to claims 1 — 5,8— 13, 16 In 17 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NEAL R. SEREBOFF whose telephone number is (571)270- 
1373. The examiner can normally be reached on Mon thru Thur from 7:30am to 5pm, with 1st 
Fri off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Luke Gilligan can be reached on (571) 272-6770. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/N. R. S./ 

Examiner, Art Unit 3626 
9/11/2008 



Application/Control Number: 10/680,505 Page 25 

Art Unit: 3626 

/CLuke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



